
Contents

Preface v
Abbreviations vn
Table o f Cases хх‘
Table o f Legislation xl'ii

1 INTRODUCTION 1

I Definition of the Problem 1
II Methodology 3
HI Structure of the Book 5

2 INTERNATIONAL LAW 7

I The Legal Framework
II Copyright and Designs

A Simultaneous Overlap
(i) Subject Matter .
(ii) Protection Requirements 9
(iii) Excluded Subject Matter 10
(iv) Ownership Ю
(v) Rights and Infringement 10
(vi) Exceptions Including Exhaustion Principle 10

В Negative Overlap H
(i) Copyright Protection Unavailable 11
(ii) Design Protection Unavailable 12

C A Posteriori Overlap 12
III Copyright and Trademarks 12

A Simultaneous Overlap 12

(i) Subject Matter 12
(ii) Protection Requirements 13
(iii) Excluded Subject Matter 13
(iv) Ownership 13
(v) Rights and Infringement 14
(vi) Exceptions Including Exhaustion Principle 14

В Negative Overlap 14
(i) Copyright Protection Unavailable 14
(ii) Trademark Protection Unavailable 14

C A Posteriori Overlap 13



x Contents

IV Trademarks and Designs 15
V Trademarks and Patents 15
VI Patents and Designs 16
VII Copyright and Patents 16
Vili Patents and Plant Variety Rights 17

A Simultaneous Overlap 17
(i) Subject Matter 18
(ii) Protection Requirements 18
(iii) Excluded Subject Matter 19
(iv) Ownership 19
(v) Rights and Infringement 19
(vi) Exceptions Including Exhaustion Principle 20

В Negative Overlap 21
C A Posteriori Overlap 21

IX Intellectual Property Rights and Unfair Competition 21

A Intellectual Property Rights and Trade Secrets (Confidential Information) 21 
В Intellectual Property Rights and Other Acts of Unfair Competition 22

X Conclusion: Identification of Principles Governing Overlaps in the
International Agreements and Remaining Open Questions 24

A TRIPs Articles 7 and 8 . 25

(i) Meaning of TRIPs Article 7 25
(ii) Effect of TRIPs Article 7 26

В Other International Instruments 28

3 EUROPEAN LAW 31

I The Legal Framework 31
II Copyright and Designs 32

A The Legal Framework 32
(i) General Rules 34

В ‘Content Overlap’ 36

(i) Simultaneous Overlap 36
(a) Subject Matter 36
(b) Protection Requirements 37
(c) Excluded Subject Matter 38
(d) Ownership 38
(e) Rights and Infringement 39
(f) Exceptions Including Exhaustion Principle 39

(ii) Negative Overlap 41
(a) Copyright Protection Unavailable 41
(b) Design Protection Unavailable 42

(iii) A Posteriori Overlap 42



Contents xi

C ‘Level Overlap’ 43
(i) Overlap Between National and Community Registered Design

Rights and Infringement 45
(ii) Overlap Between National Registered and/or Unregistered and

Community Unregistered Design Rights 45
D Conclusion 46

III Copyright and Trademarks 47
A The Legal Framework 47
В ‘Content Overlap’ 48

(i) Simultaneous Overlap 48
(a) Subject Matter 48
(b) Protection Requirements 49
(c) Excluded Subject Matter 50
(d) Ownership 50
(e) Rights and Infringement 51
(f) Exceptions Including Exhaustion Principle 51

(ii) Negative Overlap 53
(a) Copyright Protection Unavailable 53
(b) Trademark Protection Unavailable 53

(iii) A Posteriori Overlap . 54

C ‘Level Overlap’ 54
D Literature 55

(i) Simultaneous Overlap 55
(a) Excluded Subject Matter 56
(b) Ownership 57
(c) Exceptions 57

(ii) Negative Overlap 58
(iii) A Posteriori Overlap 58

IV Trademarks and Designs 60
A The Legal Framework 60
В ‘Content Overlap’ 61

(i) Simultaneous Overlap 61
(a) Subject Matter 61
(b) Protection Requirements 61
(c) Excluded Subject Matter 63
(d) Ownership 66
(e) Rights and Infringement 66
(f) Exceptions Including Exhaustion Principle 67

(ii) Negative Overlap 67
(a) Design Protection Unavailable 67
(b) Trademark Protection Unavailable 68



xii Contents

(iii) A Posteriori Overlap gg
C Literature 69

(i) Simultaneous Overlap: Excluded Subject Matter 69

(a) Shapes Resulting Exclusively from the Nature of Goods 70
(b) Technical Function Exclusion 70
(c) Signs which Consist Exclusively of the Shape which Gives

Substantial Value to the Goods 72
(ii) Negative Overlap 73
(iii) A Posteriori Overlap 74

V Designs and Patents 76
A The Legal Framework 76
В ‘Content Overlap’ 77

(i) Simultaneous Overlap 77
(a) Subject Matter 77
(b) Protection Requirements 77
(c) Excluded Subject Matter 7g
(d) Ownership and Dealings 7g
(e) Rights and Infringement 7g
(f) Exceptions Including Exhaustion Principle 78
(g) Literature 79

(ii) Negative Overlap 33

(a) Design Protection Unavailable 83
(b) Patent Protection Unavailable 83

(iii) A Posteriori Overlap 33
C ‘Level Overlap’ g3

VI Trademarks and Patents 34
A The Legal Framework 34
В ‘Content Overlap’ g4

(i) Simultaneous Overlap g4
(a) Subject Matter g4
(b) Protection Requirements 86
(c) Excluded Subject Matter 86

(ii) Negative Overlap 33

(a) Patent Protection Unavailable 33
(b) Trademark Protection Unavailable 33

(iii) A Posteriori Overlap gg
VII Copyright and Patents 39

A The Legal Framework 39
В ‘Content Overlap’ 90



Contents xiii

(i) Simultaneous Overlap 90
(a) Subject Matter 90
(b) Protection Requirements 91
(c) Excluded Subject Matter 92
(d) Ownership and Dealings 92
(e) Rights and Infringement 92
(f) Exceptions Including Exhaustion Principle 93

(ii) Negative Overlap 94
(a) Patent Protection Unavailable 94
(b) Copyright Protection Unavailable 94

(iii) A Posteriori Overlap 94
C Literature 95

VIII Patents and Plant Variety Rights 95
A The Legal Framework 95
В ‘Content Overlap’ 97

(i) Simultaneous Overlap 97

(a) Subject Matter 97
(b) Protection Requirements 99
(c) Excluded Subject Matter 100
(d) Ownership and Dealings 100
(e) Rights and Infringement 100
(f) Exceptions Including Exhaustion Principle 100
(g) No Overlap between Plant Variety Right Denomination and

Trademark Ю1

(ii) Negative Overlap Ю2
(a) Plant Variety Right Protection Unavailable 102
(b) Patent Protection Unavailable 103

(iii) A Posteriori Overlap ЮЗ
C Literature Ю4

IX Intellectual Property Rights and Unfair Competition 106

A The Legal Framework Ю6
В ‘Content Overlap’ Ю9
C Literature ИЗ

X Conclusion: Identification of Principles Governing Overlaps in
European Law and Remaining Open Questions 113

4 FRANCE 115

I The Legal Framework П5
II Copyright and Designs И6



xiv Contents

A Simultaneous Overlap \ \c
(i) Subject Matter
(ii) Protection Requirements 118
(iii) Excluded Subject Matter 120
(iv) Ownership and Dealings 121
(v) Rights and Infringement 123
(vi) Exceptions Including Exhaustion Principle 126

В Negative Overlap 12g
(i) Copyright Protection Unavailable 128
(ii) Design Protection Unavailable 128

C A Posteriori Overlap 12g
D Literature 229

III Copyright and Trademarks 130
A Simultaneous Overlap 130

(i) Subject Matter 130
(ii) Protection Requirements 132
(iii) Excluded Subject Matter 132
(iv) Ownership and Dealings 132
(v) Rights and Infringement I33
(vi) Exceptions Including Exhaustion Principle I34

В Negative Overlap 236
(i) Copyright Protection Unavailable 136
(ii) Trademark Protection Unavailable 136

C A Posteriori Overlap 136
D Literature 237

IV Trademarks and Designs 238
V Trademarks and Patents 240

A Simultaneous Overlap 240

(i) Ownership and Dealings 240
(ii) Rights and Infringement 241
(iii) Exceptions Including Exhaustion Principle 141

В A Posteriori Overlap 142
VI Patents and Designs 243

A Simultaneous Overlap 243
(i) Ownership and Dealings I43
(ii) Rights and Infringement 243
(iii) Exceptions Including Exhaustion Principle I44

VII Copyright and Patents 244

A Simultaneous Overlap 245

(i) Subject Matter, Protection Requirements and Excluded Subject
Matter 245



Contents XV

(ii) Ownership and Dealings 146
(iii) Rights and Infringement 148
(iv) Exceptions Including Exhaustion Principle 149

В Negative and A Posteriori Overlaps 150
C Literature 150

VIII Patents and Plant Variety Rights 151

A Simultaneous Overlap 153
(i) Ownership and Dealings 153

(a) French Plant Variety Right and French Patent 153
(b) Community Plant Variety Right and French Patent 153

(ii) Rights and Infringement 155
(iii) Exceptions l-^

(a) CPVR and French Patent 157
(b) French Plant Variety Right and French Patent 159

В A Posteriori Overlap 160
IX Intellectual Property Rights and Unfair Competition 160

A Conditions of the Unfair Competition Action 161
В Simultaneous Overlap 164

(i) Parasitism . 164
(a) General Considerations 164
(b) Copyright and Neighbouring Rights 166
(c) Designs 167
(d) Patents 169
(e) Plant Variety Rights 169

(ii) Risk of Confusion 170
(iii) Trade Secrets and Know-How 172

C Negative Overlap 1 ^
(i) Copyright and Neighbouring Rights 174
(ii) Designs 176
(iii) Trademarks 176
(iv) Patents 178

D A Posteriori Overlap 178
E Literature 179

X Conclusion: Identification of Principles Governing Overlaps in French Law
and Remaining Open Questions 184

5 UNITED KINGDOM l 85

I The Legal Framework 185
II Copyright and Designs 186

A Simultaneous Overlap 186



xvi Contents

IV

(i) Subject Matter 186
(a) Copyright 186
(b) (QRDR/CUDR 188
(c) UDR 189

(ii) Protection Requirements 189
(a) Copyright 189
(b) (QRDR/CUDR 189
(c) UDR 190

(iii) Excluded Subject Matter 191
(a) Copyright 191
(b) (QRDR/CUDR 192
(c) UDR 192

(iv) Ownership and Dealings 193
(a) Copyright 193
(b) RDR 194
(c) UDR 194
(d) CRDR/CUDR 195

(vi) Rights and Infringement 196
(a) Copyright 196
(b) (QRDR/CUDR 197
(c) UDR 198

(vii) Exceptions Including Exhaustion Principle 199
В Negative Overlap 199

(i) Copyright Protection Unavailable 199
(ii) UDR/RDR Protection Unavailable 200

C A Posteriori Overlap 200
Copyright and Trademarks 200
A Simultaneous Overlap 200

(i) Subject Matter 200
(ii) Protection Requirements 202
(iii) Excluded Subject Matter 202
(iv) Ownership and Dealings 202
(v) Rights and Infringement 203
(vi) Exceptions Including Exhaustion Principle 203

В Negative Overlap 204
(i) Copyright Protection Unavailable 204
(ii) Trademark Protection Unavailable 205

C A Posteriori Overlap 205
Trademarks and Designs 205



>
 >

Contents xvii

A Simultaneous Overlap 205
В A Posteriori Overlap 206

Trademarks and Patents 206
Patents and Designs 207
A Simultaneous Overlap 207

(i) Ownership and Dealings 207
(ii) Rights and Infringement 208
(iii) Exceptions 209

VII Copyright and Patents 210
A Simultaneous Overlap 210

(i) Subject Matter, Protection Requirements and Excluded
Subject Matter 210

(ii) Ownership and Dealings 211
(iii) Rights and Infringement 212
(iv) Exceptions 212

В Negative and A Posteriori Overlaps 212

VIII Patents and Plant Variety Rights 212
A Simultaneous Overlap 213

(i) Ownership and Dealings 213
(a) UK Plant Variety Right and UK Patent 213
(b) Community Plant Variety Right and UK Patent 213

(ii) Rights and Infringement 214
(a) UK Plant Variety Right and UK Patent 214
(b) CPVR and UK Patent 214

(iii) Exceptions Including Exhaustion Principle 214
(a) UK Plant Variety Right and UK Patent 214
(b) CPVR and UK Patent 215

В A Posteriori Overlap 215
IX Intellectual Property Rights and Unfair Competition 216

A Passing Off 218
(i) Simultaneous Overlap 218

(a) Names, Titles and Slogans 219
(b) Two-Dimensional (Visual) Aspects 220
(c) Three-Dimensional Articles 220

(ii) Negative Overlap 221
(iii) A Posteriori Overlap 222

В Trade Secrets/Confidential Information 223
(i) Simultaneous Overlap 224
(ii) Negative Overlap 225



xviii Contents

(iii) A Posteriori Overlap 225
C Comparative and Misleading Advertising, Trademark and

Copyright Laws 225
X Conclusion: Identification of Principles Governing Overlaps in UK Law

and Remaining Open Questions 227

6 GERMANY 229

I The Legal Framework 229
A Relevant Intellectual Property Statutes in German Law 229
В Overview and General Principles Governing Overlaps 230

II Copyright and Designs 233

A General Principles 233
В Simultaneous Overlap 236

(i) Single Right-Holder 236
(ii) Multiple Right-Holders 237

C Negative and A Posteriori Overlaps 237
III Copyright and Trademarks 237

A Simultaneous Overlap 237
(i) Protection Requirements 238
(ii) Resulting Area of Overlap 242
(iii) Multiple Right-Holders 243
(iv) Incongruous Exceptions to Protection 244

В Negative and A Posteriori Overlaps 247
(i) Negative Overlap 249
(ii) A Posteriori Overlap 251

IV Trademarks and Designs 254
A Simultaneous Overlap 254

(i) General Principles 254
(ii) Multiple Right-holders 258

В Negative and A Posteriori Overlaps 258

V Trademarks and Patents 259
A Simultaneous Overlap 259
В Negative Overlap 259
C A Posteriori Overlap 259

VI Copyright and Patents 260

A Simultaneous Overlap 260
(i) Subject Matter of Protection 260
(ii) Protection Requirements and Resulting Area of Overlap 261
(iii) Scope of Protection 262



Contents xix

(iv) Ownership of Rights
(v) Incongruous Exceptions to Protection

В Negative and A Posteriori Overlaps

VII Patents and Plant Variety Rights
VIII Intellectual Property Rights and Unfair Competition

A Protection Against Unfair Product Imitation in German Unfair 
Competition Law

В Overlap Between Unfair Competition and Intellectual Property Rights

(i) General Principles
(ii) Overlap Between Unfair Competition, Copyright and Patents

(a) Overlap with Copyright Protection
(b) Overlap with Patent Law

(iii) Overlap Between Unfair Competition and Design Protection
(iv) Overlap Between Unfair Competition and Trademarks
(v) Overlap Between the Rules on Comparative Advertising and 

Trademark, Copyright and Design Laws
IX Conclusion: Identification of Principles Governing Overlaps in 

German Law and Remaining Open Questions
A No General Normative Principle Governing Overlaps in German Law 
В Problematic Overlap Issues 
C Legal Mechanisms to Regulate Overlaps

263
264

266

266
269

269
271
271
273
273
275

276 
278

280

281
281
282
282

7 COMPARATIVE ANALYSIS, CONCLUSION AND OUTLOOK

I Similarities and Differences Between the Legal Systems in the Rules 
Regulating the Overlaps

A Generally
В Copyright and Designs 
C Copyright and Trademarks 
D Trademarks and Designs 
E Trademarks and Patents 
F Patents and Copyright 
G Patents and Designs 
H Patents and Plant Variety Rights 
I IPRs and Unfair Competition

II Reasons for the Prohibition or Authorisation of Overlaps

A International Level 
В EU Level 
C National Level

III Determination of Criteria to Organise the Overlaps
A Rationales, Aims and Justifications of the Intellectual Property and 

Unfair Competition Laws

287

287
287
289
290 
292
292
293 
293
293
294

295
295
296 
298
298

298



XX Contents

(i) Copyright Law
(ii) Design Law
(iii) Trademark Law
(iv) Patent Law
(v) Plant Variety Rights
(vi) Unfair Competition Law

В Criteria Proposed by the Literature 
C Evaluation

IV Solutions to Problems Caused by the Overlaps According to Criteria 
Developed in Section III

A Regime Clashes
(i) Ownership and Dealings
(ii) Rights and Infringement
(iii) Exceptions

В Overprotection
(i) Simultaneous Overlap
(ii) Level Overlap
(iii) Negative Overlap
(iv) A Posteriori Overlap

V Conclusion and Outlook

299
300
301 
303
303
304

306
314

318
319

319
319
320
321
322
324
325 
327

331

Index 335


