
Contents

Foreword
List of abbreviations
Table of cases

1 IP, IPRs and the international context
1.1 Introduction
1.2 The nature of IP and IPRs

1.2.1 Concept and definition
1.2.1.1 ‘Immaterial’ character of IP
1.2.1.2 Types of rights and protection requirements

1.2.2 Rationales and economic importance
1.2.2.1 Rationales for protection
1.2.2.2 Economic importance

1.3 Principles of international IP law
1.3.1 Preliminary remarks: sources of international law and treaty 

interpretation
1.3.2 Specific features of lP conventions

1.3.2.1 Territoriality: the defining element of 
international protection

1.3.2.2 Typical elements of international IP treaties
1.3.3 Different types of treaties

1.3.3.1 Differentiation by membership (bilateral, 
multilateral and plurilateral treaties)

1.3.3.2 Differentiation by legal objectives
1.3.4 Administration of IP treaties

1.4 Major IP conventions
1.4.1 The Paris and Berne Conventions

1.4.1.1 Coverage and structural commonalities
1.4.1.2 Minimum rights in the Paris Convention
1.4.1.3 Minimum rights and limitations in the Berne 

Convention
1.4.2 Special agreements based on the Paris and Berne 

Conventions
1.4.2.1 Special agreements in copyright
1.4.2.2 Special agreements on industrial property rights

1
1
2
2
2
3
5
5

10

10
12

12
14
15

15
16
17
18
18
18
19

20

21
22
22



Contents • VH

1.4.3 TRIPS 24
1.4.3.1 Background 24
1.4.3.2 Structure and contents 25

1.4.3.2.1 Overview 25
1.4.3.2.2 Part I of TRIPS: general provisions; 

principles and objectives 26
1.4.3.2.3 Substantive minimum requirements 26
1.4.3.2.4 The three-step test 27
1.4.3.2.5 Procedural measures and sanctions; 

registration proceedings 28
1.4.3.2.6 Dispute prevention and settlement; 

transitional arrangements; final 
provisions 29

1.5 Post-TRIPS developments 31
1.5.1 Appraisal of results; ensuing policies 31
1.5.2 Follow-up activities at WIPO 32

1.5.2.1 Treaties and recommendations 32
1.5.2.2 The WIPO Development Agenda 34

1.5.3 Post-TRIPS developments in the arena of international 
trade law 35
1.5.3.1 The Doha Round 35
1.5.3.2 Bilateral trade agreements; ACTA 36

1.5.4 IPRs in other fora 37

2 IP in the European legal framework 39
2.1 Introduction: treaties, aims and institutions 39

2.1.1 From Rome to Lisbon 39
2.1.2 Institutions 41
2.1.3 Membership; relationship with EFTA and EEA 43

2.1.3.1 Treaty membership and successive enlargements 43
2.1.3.2 EFTA and EEA 43

2.2 Intellectual property rights and the Basic Treaties 44
2.2.1 Free movement of goods and services 44

2.2.1.1 Issue and legal basis 44
2.2.1.2 Early case law: from Grundig to Deutsche

Grammophon 45
2.2.1.3 Further development of case law 47

2.2.1.3.1 Trade marklaw 48
2.2.1.3.1.1 Trade marks having the same 

origin 48
2.2.1.3.1.2 Repacking; rebranding; relabeling 49

2.2.1.3.2 Copyright 50



viii • European intellectual property law

2.2.1.3.2.1 The notion of ‘industrial or 
commercial property’

2.2.1.3.2.2 Distribution of copies v. other 
forms of exploitation

2.2.1.3.2.3 Disparities of substantive law
2.2.1.3.3 Patent law

2.2.2 Non-discrimination
2.3 Secondary legislation on intellectual property

2.3.1 Legal instruments
2.3.1.1 Primary and secondary Community law
2.3.1.2 Directives
2.3.1.3 Regulations
2.3.1.4 Enhanced cooperation

2.3.2 Current state of EU legislation on intellectual property: 
overview
2.3.2.1 Trade mark law
2.3.2.2 Industrial designs
2.3.2.3 Copyright
2.3.2.4 Patent law
2.3.2.5 Further legislation in IP and adjacent areas

2.3.2.5.1 Further unitary Community rights
2.3.2.5.2 Competition law
2.3.2.5.3 Enforcement
2.3.2.5.4 Jurisdiction and applicable law

2.3.3 Primacy of EU law
2.4 International conventions and EU intellectual property law

2.4.1 Membership in international agreements
2.4.2 Competence

2.4.2.1 Previous situation: joint competence
2.4.2.2 Changes under the TFEU

2.4.3 ECJ case law addressing international obligations
2.4.3.1 Compatibility of EU legislation with TRIPS
2.4.3.2 Direct effect of international norms

2.5 Human rights and European intellectual property law
2.5.1 The European Human Rights Convention
2.5.2 Human Rights and Community law

2.5.2.1 The European Communities and the ECHR
2.5.2.2 The Charter of Fundamental Rights

2.5.3 Case law
2.5.3.1 ECtHR
2.5.3.2 ECT

50

50
51
53
54
57
57
57
58
59
61

62
62
63
63
65
66
66
66
67
67
68
70
70
70
70
72
73
73
75
77
77
79
79
80
80
80
82



Contents • ix

3 Patents 84
3.1 Introduction 84

3.1.1 Objectives and developments 84
3.1.2 Patent law in Europe 86

3.2 European patents: structure and proceedings 90
3.2.1 Overview 90

3.2.1.1 Legal basis and structure 90
3.2.1.2 The European Patent Organisation 92
3.2.1.3 Member States 93
3.2.1.4 Workload, quality and international 

cooperation 93
3.2.2 Granting procedure 97

3.2.2.1 Overview 97
3.2.2.2 Application requirements 98
3.2.2.3 Languages and translations 99
3.2.2.4 Examination of formal requirements and search

report 100
3.2.2.5 Publication of the patent application 101
3.2.2.6 Examination procedure and grant 101
3.2.2.7 Opposition and limitation procedure 102
3.2.2.8 Appeals; petition for review; referrals in order to

ensure a harmonised case law 103
3.2.2.9 National validation 104
3.2.2.10 Relationship with the PCT system 104

3.2.2.10.1 Euro-PCT applications 104
3.2.2.10.2 EPO acting as International Searching

Authority (ISA) 105
3.3 Substantive patent law 106

3.3.1 Overview 106
3.3.2 Patentable subject matter 107
3.3.3 Types of patents 109
3.3.4 Conditions for protection 111

3.3.4.1 Novelty 111
3.3.4.2 Inventive step 112
3.3.4.3 Industrial application 113

3.3.5 Scope of protection 114
3.3.5.1 interpretation of claims (Article 69 ЕРС) 114
3.3.5.2 Prohibited acts 117
3.3.5.3 Limitations and exceptions 118

3.3.6 Patents and patent applications as object of property;
duration of patents 121
3.3.6.1 Regulations in the EPC 121



• European intellectual property law

3.3.6.2 Unitary patents 122
3.3.6.3 Duration 122

3.4 Patents relating to specific fields of technology 123
3.4.1 The Biotechnology Directive 123

3.4.1.1 History and purpose 123
3.4.1.2 Contents 125

3.4.1.2.1 Patentability 125
3.4.1.2.2 Scope of protection 126

3.4.1.3 Contentious issues and ethical concerns 128
3.4.1.3.1 Regular assessment 128
3.4.1.3.2 Case law 129

3.4.1.3.2.1 Animal suffering; animal varieties:
the Oncomouse case 129

3.4.1.3.2.2 Stem cell patenting 130
3.4.1.3.2.2.1 EPO: WARF (the Edinburgh

patent) 130
3.4.1.3.2.2.2 ECJ: the Brustle judgement 131

3.4.1.3.2.3 Purpose-bound protection:
Monsanto 133

3.4.1.3.2.4 Essentially biological methods:
tomatoes and broccoli 135

3.4.2 Computer-implemented inventions 137
3.4.2.1 The issue 137
3.4.2.2 Granting practice and figures 140
3.4.2.3 The failed Commission proposal for a Directive

and the rejected proposal for the EPC 2000 142
3.5 Supplementary protection certificates 144

3.5.1 History and purpose 144
3.5.2 Mechanism 146
3.5.3 Case law 148

3.6 Towards a unitary patent 149
3.6.1 First phase of developments (2000-2009) 149

3.6.1.1 The EPC and European Patent Litigation
Agreement (EPLA) 149

3.6.1.2 Renewed efforts regarding the Community patent 150
3.6.2 Post-2009 developments 151

3.6.2.1 Unitary patents 151
3.6.2.2 The common judiciary 153

3.6.2.2.1 The EEUPC and the ECJ opinion
1/09 153

3.6.2.2.2 The Unified Patent Court 155



Contents • xi

4 Trade marks 157
4.1 Introduction 157

4.1.1 Objectives and developments 157
4.1.2 Trade marklaw in Europe 159

4.1.2.1 Legal bases and fundamental
principles 159
4.1.2.1.1 Unitary character of Community trade

marks 159
4.1.2.1.2 Coexistence 161

4.2 Administration of the CTM system: procedural issues 163
4.2.1 OHIM: mission and structure 163
4.2.2 The language regime 164
4.2.3 Registration proceedings 164

4.2.3.1 Regular proceedings at OHIM 164
4.2.3.2 International registration 166

4.2.3.2.1 The Madrid system: agreement and
protocol 166

4.2.3.2.2 Provisions in the CTMR 168
4.2.4 Administrative and judicial control 169

4.3 Requirements for protection 170
4.3.1 Signs of which a trade mark may consist 170

4.3.1.1 Sign v. abstract concept 170
4.3.1.2 Graphical representation 171

4.3.2 Absolute grounds for refusal 173
4.3.2.1 Distinctiveness and descriptive character:

overview 173
4.3.2.2 Particular forms of signs 175

4.3.2.2.1 Compound marks 175
4.3.2.2.2 Colours per se 176
4.3.2.2.3 Slogans 177
4.3.2.2.4 Surnames 178
4.3.2.2.5 Trade marks consisting of the 

appearance of the product (shape of
product marks) 178

4.3.2.2.5.1 Overview 178
4.3.2.2.5.2 Distinctiveness and descriptive

character 178
4.3.2.2.5.3 Functional signs 179

4.3.2.3 Acquired distinctiveness 182
4.3.2.3.1 The relevant criteria 182
4.3.2.3.2 Obstacles obtaining only in part of the

Community 183



xii • European intellectual property law

4.3.2.3.3 Trade marks which are not distinctive
anywhere in the Community 184

4.3.2.4 Other absolute grounds for refusal 185
4.3.2.4.1 Overview 185
4.3.2.4.2 Examples 186

4.3.2.4.2.1 ‘Immoral’ and offensive marks 186
4.3.2.4.2.2 Deceptive marks 187
4.3.2.4.2.3 Flags, official symbols, badges,

escutcheons etc. 189
4.3.3 Relative grounds for refusal 190

4.3.3.1 Overview 190
4.3.3.2 Unregistered rights of more than local

significance 191
4.3.3.3 Unregistered, well-known marks 192

4.3.4 Collective marks 194
4.4 Scope of rights 195

4.4.1 Conflicts and infringement 195
4.4.1.1 Overview: structure of provisions 195
4.4.1.2 Use as a mark 196

4.4.1.2.1 Active use by the alleged infringer 196
4.4.1.2.2 Use in the course of trade 196

4.4.1.2.2.1 Private use v. commercial use 196
4.4.1.2.2.2 Use in transit 197

4.4.1.2.3 Use in relation to goods and services 198
4.4.1.2.3.1 Use in relation to a business 198
4.4.1.2.3.2 Use in relation to the infringer’s

goods or services only? 199
4.4.1.2.4 Use affecting the trade mark functions 200

4.4.1.2.4.1 Trade mark functions 200
4.4.1.2.4.2 ECJ case law 201

4.4.1.3 Double identity and likelihood of confusion 207
4.4.1.3.1 Identity of trade marks 207
4.4.1.3.2 Standards for assessing likelihood of

confusion 208
4.4.1.3.2.1 Similarity of marks; overall 

appreciation; impact of a mark’s
distinctiveness 208

4.4.1.3.2.2 Similarity of goods and services 209
4.4.1.3.2.3 The relevant public (notion of the

‘average consumer’) 210
4.4.13.2.4 Likelihood of confusion in cases of 

composite marks 210



Contents • Xiii

4.4.1.4 Extended protection of marks having a reputation 211
4.4.1.4.1 General concept, economic rationale 211
4.4.1.4.2 Requirements for claiming reputation 212

4.4.1.4.2.1 The relevant criteria 212
4.4.1.4.2.2 Territorial elements 213

4.4.1.4.3 Conditions and scope of protection 214
4.4.1.4.3.1 Protection against use for similar

goods 214
4.4.1.4.3.2 Necessity of a ‘link’ 215
4.4.1.4.3.3 Detriment to distinctive character 215
4.4.1.4.3.4 Detriment to reputation 217
4.4.1.4.3.5 Taking unfair advantage 217
4.4.1.4.3.6 Lack of due cause 218

4.4.2 Limitations of protection 219
4.4.2.1 ‘Fair use’ 219

4.4.2.1.1 Overview 219
4.4.2.1.2 Use of one’s name or address 220
4.4.2.1.3 Use as an indication concerning

certain properties of the goods 221
4.4.2.1.4 Use to indicate purpose 222

4.4.2.2 Exhaustion 223
4.4.2.2.1 Basic principles: regional exhaustion 223
4.4.2.2.2 Acts conferring exhaustion 224
4.4.2.2.3 Consent 225
4.4.2.2.4 Burden of proof 225
4.4.2.2.5 Right to oppose further

commercialisation 226
4.4.2.2.5.1 Repackaging, relabeling, rebranding 226
4.4.2.2.5.2 Damage to reputation 228

4.4.2.3 Acquiescence 229
4.4.3 The use requirement 230

4.4.3.1 Overview 230
4.4.3.2 ‘Genuineness’ of use 231
4.4.3.3 Genuine use of CTMs: territorial extent 232
4.4.3.4 Reasons for non-use | 233

4.5 Loss of rights 234
4.5.1 Overview 234
4.5.2 Revocation 234
4.5.3 Invalidation 236

4.5.3.1 Grounds for invalidation 236
4.5.3.2 ‘Curing’ of initial invalidity for certain absolute 

grounds 236



• European intellectual property law

4.5.3.3 Bad faith 236
4.5.3.4 Procedural aspects of invalidation 237

4.6 Trade marks as objects of property 238 / L I .

5 Copyright 241
5.1 Introduction 241

5.1.1 History and objectives 241
5.1.2 Copyright law in Europe: overview 243

5.2 Harmonisation of national copyright laws 246
5.2.1 Harmonisation strategy 246

5.2.1.1 Internal market concerns 246
5.2.1.2 Other economic and political concerns 247
5.2.1.3 Copyright and culture 248

5.2.2 The existing copyright Directives 250
5.2.2.1 Directive 2009/24/EC on the legal protection 

of computer programs (originally published 
as 91/250/EEC): Computer Programs
Directive 250
5.2.2.1.1 Aim 250
5.2.2.1.2 Scope 252

5.2.2.2 Directive 2006/115/EC on rental right and 
lending right and on certain rights related to 
copyright in the field of intellectual property 
(originally published as Directive 92/100/EEC):
Rental and Lending Right Directive 254
5.2.2.2.1 Aim 254
5.2.2.2.2 Scope 255

5.2.2.3 Directive 93/83/EEC on the coordination of 
certain rules concerning copyright and rights 
related to copyright applicable to satellite 
broadcasting and cable retransmission: Satellite
and Cable Directive 257
5.2.2.3.1 Aim 257
5.2.2.3.2 Scope 258

5.2.2.4 Directive 2006/116/EC on the term of protection 
of copyright and certain related rights (originally 
published as Directive 93/98/EEC): Term 
Directive and Directive 2011/77/EU amending 
Directive 2006/116/EC on the term of protection 
of copyright and certain related rights 261

.2.2.4.1 Aim 261
5.2.2.4.2 Scope 262



Contents • xv

5.2.2.4.3 Directive 2011/77/EU: prolongation 
of the term of protection of performers
and producers of phonograms 264

5.2.2.5 Directive 96/6/EC on the legal protection of
databases: Database Directive 266
5.2.2.5.1 Aim 266
5.2.2.5.2 Scope 267

5.2.2.6 Directive 2001/29/EC on the harmonisation of 
certain aspects of copyright and related rights in 
the information society: Information Society
(infoSoc) Directive 270
5.2.2.6.1 Aim 270
5.2.2.6.2 Scope 270

5.2.2.7 Directive 2001/84/EC on the resale right for the 
benefit of the author of an original work of art:
Resale Right Directive 273
5.2.2.7.1 Aim 273
5.2.2.7.2 Scope 274

5.2.3 ‘Better regulation’ approach: the Online-Music
Recommendation 2005/737/EC 276

5.2.4 Possible future directives 279
5.2.4.1 Consolidation of existing Directives 279
5.2.4.2 Orphan works legislation 280
5.2.4.3 Harmonising the framework for collecting 

societies 283
5.2.4.4 Policy papers 286

5.2.4.4.1 Green Paper on ‘Copyright in the
knowledge economy’ 286

5.2.4.4.2 Reflection Paper Creative content in a 
single European market: Challenges
for the future’ 288

5.2.4.4.3 Communication 'A single market for
intellectual property rights’ 288

5.3 Harmonisation by interpretation: the role of the ECJ 290
5.3.1 General trends 290
5.3.2 Issues addressed 292

5.3.2.1 Subject matter 292
5.3.2.2 Conditions of protection 293
5.3.2.3 Ownership of rights 294
5.3.2.4 Exclusive rights 295

5.3.2.4.1 Reproduction right 295
5.3.2.4.2 Distribution right 296



• European intellectual property law

5.3.2.4.3 Communication to the public 297
5.3.2.4.4 Sui generis database right 300

5.3.2.5 Exceptions 302
5.3.2.5.1 Scope 302
5.3.2.5.2 Adequate/equitable remuneration 305
5.3.2.5.3 Three-step test 308

5.3.2.6 Exhaustion 309
5.3.2.7 Term of protection 310
5.3.2.8 Related rights 311
5.3.2.9 Contracts 311
5.3.2.10 Remedies 312
5.3.2.11 Technological protection measures 312
5.3.2.12 Territoriality 313

5.4 Towards a Community Copyright? 315
5.4.1 Shortcomings of piecemeal harmonisation 315
5.4.2 Attempts to overcome territoriality 317
5.4.3 The Community Copyright as a solution? 319

6 Other intellectual property rights: plant varieties, geographical 
indications, industrial designs, semiconductor topographies 323
6.1 Introduction 323
6.2 Plant varieties 324

6.2.1 Background and legal bases 324
6.2.2 Protection under the CPVR Regulation 326

6.2.2.1 Protection requirements 326
6.2.2.2 Registration and examination procedures 328
6.2.2.3 Denominations 330
6.2.2.4 Rights conferred and limitations 331

6.2.2.4.1 Prohibited acts 331
6.2.2.4.2 Agricultural exception (farmers’

privilege) 332
6.2.2.4.3 Other limitations: compulsory

licenses 334
6.2.2.4.4 Exhaustion 335

6.2.2.5 Duration 335
6.2.3 Interface with patent law 336

6.3 Geographical indications 338
6.3.1 Background and legal bases 338

6.3.1.1 Objectives and forms of protection 338
6.3.1.2 Protection in the EU 339

6.3.2 The Foodstuff Regulation (No. 510/2006) 341
6.3.2.1 Definitions 341



Contents ° XVII

6.3.2.2 Procedure 342
6.3.2.2.1 Simplified procedure 342
6.3.2.2.2 Regular procedure: indications

relating to Member States 342
6.3.2.2.3 Indications relating to non-EU States 343

6.3.2.3 Specification; monitoring 344
6.3.2.4 Effects of registration 345
6.3.2.5 GIs and generic names 345
6.3.2.6 GIs and trade marks 347

6.3.2.6.1 The legal provisions 347
6.3.2.6.2 Case law 348

6.3.2.7 Relationship with national protection systems 349
6.3.2.8 GIs and primary EU law 351

6.4 Industrial designs 354
6.4.1 Background and legal bases 354
6.4.2 Specific industrial design legislation 355

6.4.2.1 Outlines of design legislation (Design Directive
and Community Design Regulation) 355

6.4.2.2 Specific features of the Community Design
Regulation 357
6.4.2.2.1 Registered Community Designs 357
6.4.2.2.2 Unregistered Community Designs 359

6.4.2.3 Summary: options for protection under design
legislation 359

6.4.2.4 Relevant legal issues 360
6.4.2.4.1 Individual character: ‘informed user’

and ‘freedom of designer’ 360
6.4.2.4.1.1 The ‘informed user’ 360
6.4.2.4.1.2 Freedom of the designer 360

6.4.2.42 Disclosure and destruction of novelty 362
6.4.2.4.3 Designs made in the course of

employments and other contracts 364
6.4.2.5 The spare parts debate 365

6.4.3 Protection of product appearances under copyright and
unfair competition law 367
6.4.3.1 Copyright 367

6.4.3.1.1 Notion and protection threshold for
works of applied art 367

6.4.3.1.2 Substantive restrictions of copyright
protection (UK law) 369

6.4.3.2 Unfair competition law 371
6.4.3.2.1 General concept 371



xviii ’ European intellectual property law

6.4.3.2.2 Requirements for finding of unfair
conduct 371

6.4.3.2.3 Primary Community law 373
6.5 Semiconductor topographies 374

6.5.1 Background and legal basis 374
6.5.2 Details 375

7 IPRs and competition law 378
7.1 Introduction 378
7.2 Competition law 379

7.2.1 EU and competition law 379
7.2.1.1 Competition and the TFEU 379
7.2.1.2 Enforcing competition law in the EU 382

7.2.2 Technology Transfer Block Exemption Regulation
(TTBER) and Block Exemption on R&D Agreements
(R&DBER) 384
7.2.2.1 TTBER 385
7.2.2.2 R&DBER 387
7.2.2.3 Patent pools and standardisation agreements 390

7.2.3 The IP and competition law overlap 393
7.2.3.1 General 393
7.2.3.2 Article 101 TFEU: agreements and concerted

practices 394
7.2.3.2.1 Assignments and licensing agreements 394
7.2.3.2.2 In particular: the pharmaceutical

sector 396
7.2.3.2.3 In particular: collecting societies and

competition law 399
7.2.3.2.3.1 National dealings of collecting

societies 400
7.2.3.2.3.2 Europe-wide online music 402

7.2.3.3 Article 102 TFEU: abuse of a dominant market
position 403
7.2.3.3.1 Abuse of a dominant market position

granted by an IPR 403
7.2.3.3.2 In particular: refusal to license IPRs 405

7.2.3.3.2.1 Magill 406
7.2.3.3.2.2 IMS Health 407
7.2.3.3.2.3 Microsoft 408
7.2.3.3.2.4 Discussion 409

7.2.3.3.3 Other constellations: the ‘green dot' 410
7.3 Regulating unfair competition 412



Contents ■ xix

7.3.1 Background . 412
7.3.2 Measures against unfair competition in the light of primary

Community law 415
7.3.2.1 Impediments for free movement of goods 415
7.3.2.2 The ‘average consumer’ 417

7.3.3 Misleading and comparative advertising 419
7.3.3.1 Contents of the Directive: overview 419
7.3.3.2 Case law (comparative advertisement) 421

7.3.3.2.1 The notion of 'comparison’ 421
7.3.3.2.2 Price comparisons 422
7.3.3.2.3 ‘Generic’ comparisons 423
7.3.3.2.4 Protection of trade marks and other

signs 424
7.3.3.2.4.1 Trade marks 424
7.3.3.2.4.2 Other signs 426

7.3.4 The Unfair Commercial Practices Directive (UCP) 427

8 Remedies in cases of infringement 434
8.1 Introduction 434

8.1.1 Infringement, counterfeiting and piracy 434
8.1.2 Legal developments 437

8.2 Civil remedies 440
8.2.1 Enforcement Directive 2004/48/EC 440

8.2.1.1 Overview 440
8.2.1.2 Details 442

8.2.1.2.1 General principles 442
8.2.1.2.2 Procurement of evidence 442
8.2.1.2.3 Right to information 444
8.2.1.2.4 Injunctions 445
8.2.1.2.5 Corrective measures 446
8.2.1.2.6 Damages; conclusions 446

8.2.1.3 ECJ case law 447
8.2.2 Enforcing IPRs on the internet 449

8.2.2.1 Liability of ISPs 449
8.2.2.1.1 Regulation in the E-Commerce

Directive 449
8.2.2.1.2 ECJ case law 453
8.2.2.1.3 Monitoring and subsequent

developments 456
8.2.2.2 Enforcement ofIPRs versus data protection 458

8.2.2.2.1 Relevant legislation 458
8.2.2.2.2 ECJ case law 459



xx • European intellectual property law

8.3 Border measures
8.3.1 Regulation 1383/2003

8.3.1.1 Background and relevant provisions
8.3.1.2 Goods in transit

8.3.2 Practical effects
8.4 Criminal sanctions

8.4.1 Introduction
8.4.2 TRIPS
8.4.3 Proposed Directive on criminal sanctions

8.5 The Anti-Counterfeiting Trade Agreement (ACTA)
8.5.1 Background and political concerns
8.5.2 General standards and civil remedies
8.5.3 Border measures
8.5.4 ISP liability
8.5.5 Criminal sanctions

462
462
462
464
466
469
469
470
472
476
476
476
478
479
480

9 Jurisdiction and applicable law 484
9.1 Introduction 484
9.2 Jurisdiction 485

9.2.1 Scope of application 485
9.2.2 Structure and contents of the Brussels I Regulation:

overview 486
9.2.2.1 Heads of jurisdiction 486
9.2.2.2 Recognition and enforcement 488
9.2.2.3 Obligation of competent courts to hear claims 488

9.2.3 Issues of particular relevance for intellectual property
matters 490
9.2.3.1 Article 5 (1): contractual matters 490
9.2.3.2 Article 5 (3): infringement jurisdiction 491

9.2.3.2.1 General remarks 491
9.2.3.2.2 Article 5 (3) as a basis for cross-border

litigation 492
9.2.3.2.2.1 General principles 492
9.2.3.2.2.2 Application of Article 5 (3) in case

of IP infringement on the internet 494
9.2.3.2.3 Negative declaratory actions 496

9.2.3.3 Article 6 (1): multiple defendants 497
9.2.3.3.1 Prerequisites; existence of a close

connection 497
9.2.3.3.2 ECJ case law 498

9.2.3.4 Exclusive jurisdiction: the limits of cross-border 
litigation 500



Contents • xxi

9.2.3.4.1 General rule and exception: the 
relationship between Article 2 and
Article 22 (4) 500

9.2.3.4.2 Invalidity as an incidental issue: GAT
v.LuK 502

9.2.3.4.3 Consequences 503
9.2.3.4.4 Reform proposals 504
9.2.3.4.5 Unregistered rights (copyright) 505

9.2.3.5 Torpedoes 507
9.2.3.6 Provisional and protective measures 509
9.2.3.7 Specific regulations concerning IP litigation 511

9.2.3.7.1 Community trade marks and
Community designs 511

9.2.3.7.2 Patents 512
9.2.3.7.2.1 The EPC and the Protocol on

Recognition 512
9.2.3.7.2.2 The Unified Patent Court 513

9.3 Applicable law 516
9.3.1 Universal application of the Regulations 516
9.3.2 The law applicable to contractual obligations: Rome I 516

9.3.2.1 The basic rule: freedom of choice 516
9.3.2.2 Determination of the law applying in absence of

choice 517
9.3.3 The law applicable to non-contractual obligations: Rome II 519

9.3.3.1 Lex protectionis as the basic rule 519
9.3.3.2 Scope of application 521

9.3.3.2.1 Article 15 Rome II 521
9.3.3.2.2 First (copyright) ownership 522

9.3.3.3 Unitary Community rights 524
9.3.3.4 Exclusion of choice 525

9.4 Ubiquitous infringements: towards an internationally harmonised 
approach? 526

9.4.1 Challenges 526
9.4.2 Initiatives and proposed solutions 528

Recommended literature 531
Index 539


